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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Ancor Hol dings, LLC

Serial No. 76213721

Andrew R Basile of Young & Basile, P.C. for Ancor
Hol di ngs, LLC

Brian Pino, Trademark Exam ning Attorney, Law Ofice 114
(K. Margaret Le, Managi ng Attorney).

Bef ore Qui nn, Grendel and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:

Ancor Hol dings, LLC has filed an application to
register, on the Principal Register, the mark | NFOM NDER
(in standard character form for services ultimtely
recited as “remi nder services in the area of upcom ng
i nportant dates and events; personal scheduling services
provided via the Internet” in International Cass 42. The
application was filed on February 19, 2001, based upon an

all egation of a bona fide intention to use the mark in



Ser No. 76213721

commerce. The application was published for opposition on
April 2, 2002 and a notice of allowance subsequently issued
on June 25, 2002. Applicant filed its statenment of use and
a speci nen on Decenber 23, 2003, alleging first use
anywhere and in commerce as of August 21, 2001. The
exam ning attorney issued a final refusal to register under
Sections 1, 2 and 45 of the Trademark Act, 15 U S.C
881051, 1052 and 1127, on the ground that the mark, as
depicted in the specinen of use, “does not function as a
service mark to indicate the source of the services.”
Final Ofice Action, Septenber 10, 2004, p. 1

When the refusal was nmade final, applicant appeal ed.
Briefs have been filed, but applicant did not request an
oral hearing. W reverse the refusal to register.

Applicant’s specinen of use is reproduced bel ow
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The record al so includes applicant’s brochure and a
printout from applicant’s website. The foll ow ng passages
appear on applicant’s website:

Many of our clients do not have the techni cal
resources to build and maintain their interactive
mar keti ng prograns in-house. Ancor’s eSolutions
Group provides you an end-to-end technol ogy
solution with a full suite of eSolutions
including... InfoM nder — your conplete

mar ket i ng comruni cations sol ution ..

I nfoM nder is a powerful suite of integrated

i nformati on and content managenent products
designed to accelerate and refine your integrated
marketing initiatives. Relevant, tinely and
accurate information is always avail able to those
who need it — anytinme and anywhere. Ancor’s

eSol utions Group integrates and scales to your
needs seanl essly so that your existing

i nvestnents are | everaged.
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| nfoM nder is designed to hel p you conmuni cate

effectively and efficiently with your custoners.

InfoM nder, is a self service nodel as a hosted

application, or can be |everaged through a full-

service arrangenent, allow ng you to outsource

all functions associated with email and

traditional paper marketing comunications to

Ancor .

InfoM nder is a flexible canpai gn managenent t ool

wth a user-friendly, web-based interface that

allows you to create and deliver email and paper-

based comuni cations to your custoners and

prospects any tine and from anywhere. Wth the

unmat ched personal i zati on and automation built

into I nfoM nder, you can build true 1:1

relati onships with your custoners.

The exam ning attorney’s position is that the
“speci men shows use of the mark for goods, not services.”
Br. p. 2. The exam ning attorney supports his position by
pointing to use of the mark | NFOM NDER i n connection with
the words “tool,” in applicant’s specinen, and the words
“product,” and “suite” in applicant’s brochure and website,
and concl udes that “the perception of the mark on the
specinen is for software that is used in the performance of
t he services, but not as a source indicator for the
services thenselves.” 1d.

Applicant argues that it “is providing a service and
is not in the business of selling any type of software.”
Br. p. 4. Applicant describes the provision of its

services in the foll ow ng passage:
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Applicant’s services entail receiving client’s
data, building a database, and offering web-based
access to these databases and providi ng various
communi cation functions, such as email rem nders
of inportant dates and events, as well as
scheduling. Applicant provides this service of
delivering these rem nder nessages. Applicant’s
service is provided online and i s web-based.
Applicant only provides a service and does not
provi de, downl oad, or sell any type of software.

| d.

As the Board stated in In re Wl ker Research, Inc.,
228 USPQ 691, 692 (TTAB 1986) (hereinafter “Wal ker”),
“whether or not a termfunctions as a service mark
necessarily depends on how that termis used and how it is
percei ved by potential recipients of the services.” Thus,
we nust base our determ nation of public perception of
applicant’s mark on the manner of use of | NFOM NDER in the
advertising which has been submtted as a speci nen.
Further, we nust make that determnation within the current
commerci al context, and, in doing so, we nmay consider any
ot her evidence of record “bearing on the question of what

i npact applicant’s use is likely to have on purchasers and
potential purchasers.” 1In re Safariland Hunting Corp., 24
USPQ2d 1380, 1381 (TTAB 1992). See also In re

I nt ernati onal Environnmental Corp., 230 USPQ 688 (TTAB
1986) .

Rel ying on Wal ker, the exam ning attorney states that

a mark “that nmerely identifies [sic] conputer program used
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in rendering services does not function as a service mark”
(Br. p. 2) and argues that the word “tool” “is w dely used
in the conputer industry to refer to a conputer program or
software.” The exam ning attorney supports this argunent
with the follow ng dictionary definition, “Conputer
Science: An application program often one that creates,
mani pul ates, nodi fies, or analyzes other progranms.” The
Anerican Heritage Dictionary of the English Language (4'"
ed. 2000).

However, applicant’s services and the speci men of use
are not in the field of conputer science. A nore
appropriate definition of “tool” used in the context of
applicant’s services is, “Sonmething regarded as necessary
to the carrying out of one’s occupation or profession.”

ld. Applicant’s services are identified as “rem nder
services in the area of upcom ng inportant dates and
events; personal scheduling services provided via the
Internet,” and applicant’s prospective custoners presunably
woul d be seeking a business tool for scheduling purposes.
The fact that the word “tool” appears on the specinen does
not automatically associate the mark with conputer

software. Although it may well be software that is
generating the rem nders and scheduling, in today’s

commercial context if a custoner goes to a conpany’s
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website and accesses the conpany’s software to conduct sone
type of business, the conpany nmay be rendering a service,
even though the service utilizes software. Because of the

anbiguity of the term*®“tool,” and the blurring between
services and products that has occurred with the

devel opnment and growt h of web-based products and servi ces,
it isinportant to review all the information in the record
to understand both how the mark is used and howit wll be
percei ved by potential custoners.

Under the circunstances presented in this case, we
find that applicant’s specinmen is acceptabl e evidence of
service mark use. The record shows that applicant provides
cust oner marketing commruni cation services that include
“initiating and scheduling email comunications/rem nders.”
See Printout of Applicant’s Wbsite attached to Final
O fice Action (Septenber 10, 2004). Applicant’s specinen,
whi ch includes the text “A Wb-based marketing
communi cations tool with the power to execute and anal yze
virtually every aspect of your email and traditional paper
comuni cations” and “Ready to easily create, schedule and
anal yze communi cations?”, in today’ s conmercial context,
sufficiently creates in the mnds of purchasers an

associ ation between the mark and applicant’s identified

rem nder and scheduling services. The facts of this case
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are distingui shed from Wal ker where the all eged mark
SegMentor, used as an adjective to nodify conputer

software, referred “to the software used in the performance
of the services and [did] not identify and distinguish the
services thenselves.” 1d. at 692.

Decision: The refusal to register is reversed.



